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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) C3 Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 03312007 



Application/Control Number: 10/781,949 
Art Unit: 3772 



Page 2 



DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of species 1 figures 12-19 and claims 7-13 and 19-27 
in the reply filed on January 18 th , 2007 is acknowledged. The applicant argues that claims 1 and 
4-6 should be rejoined since there is no burden on the examiner. The examiner agrees and claims 
1 and 4-6 are allowed as stated in the previous office action dated March 14 th , 2006. 

Specification 

2. The disclosure is objected to because of the following informalities: In paragraph [0088] 
the applicant has assigned reference character 1 10 to both the patient contact region and the 
cushion. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 7, 13, 19 and 25-27 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Palkon et al. (US 7,007,696). 

5. As to claim 7, Palkon discloses a nasal/respiratory mask that comprises an outer 
membrane 31 including a face-contact portion to form a seal with the patent; and an underlying 
rim 47a positioned below the membrane (see figures 6 and 7), wherein the membrane and the 
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rim formed and positioned with respect to one another to accommodate at least one of a pre-adult 
patient or a small sized adult patient and the cushion includes a nasal bridge region 38, a top lip 
region 39 and two side regions 40 (see figure 3). 

6. As to claim 13, Palkon teaches an apparatus wherein the frame connection portion 32 is 
provided opposite the face contact portion (see figures 1-3), wherein the cushion has a generally 
stepped and/or sloped profile such that a projected area of the frame connection portion is 
generally larger than an area defined by the face contact portion of the membrane (see figures 3 
and 4). 

6. As to claims 19 and 25-27, Palkon teaches an apparatus wherein the membrane and the 
rim are formed and positioned with respect to one another (see figures 6 ad 7) that is capable to 
accommodate a pre-adult patient aged 16 years or less. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject' matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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9. Claims 8-12 and 20-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Palkon et al. (US 7,007,696). 

10. As to claim 8, Palkon substantially discloses the claimed invention, see rejection of claim 
7 above, bust does not disclose a width of the membrane orifice being between 30 and 32mm in 
the lip region, between about 1 8 and 20mm in each side region, and between about 22 and 24mm 
in the nasal bridge region, a width of the rim orifice being about 34 and 36mm in the nasal bridge 
region, between about 32 and 34mm in the lip region, and between about 42 and 44mm in each 
of he side regions of the cushion, the membrane height that is about 27 and 35mm in the nasal 
region, between about 19 and 22mm in the lip region, and between about 33-35mm in each side 
regions, the rim height being between about 13 and 18mm in the nasal bridge region and the lip 
region and the rim height in each of the side portions being between 25-27mm. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
Palkon's invention by providing a width of the membrane orifice being between 30 and 32mm 
in the lip region, between about 18 and 20mm in each side region, and between about 22 and 
24mm in the nasal bridge region, a width of the rim orifice being about 34 and 36mm in the nasal 
bridge region, between about 32 and 34mm in the lip region, and between about 42 and 44mm in 
each of he side regions of the cushion, the membrane height that is about 27 and 35mm in the - 
nasal region, between about 19 and 22mm in the lip region, and between about 33-35mm in each 
side regions, the rim height being between about 13 and 18mm in the nasal bridge region and the 
lip region and the rim height in each of the side portions being between 25-27mm, since it has 
been held that where the general conditions of a claim are disclosed in the prior art, discovering 
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the optimum or workable ranges involves only routine skill in the art. In reAller, 105 USPQ 
233. 

11. As to claims 9 and 22, Palkon substantially discloses the claimed invention, see rejection 
of claim 7 above, bust does not disclose an aperture having a width between about 30-42mm, an 
effective height as vertically measured from an edge of the rim to a top of the cushion as seen in 
plan view of between about 32-42mm, and an effective bridge depth of between about 13-24mm 
as vertically measured from the membrane in the nasal bridge region to the rim in each side 
region in top view. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify Palkon' s invention by providing an aperture having a width 
between about 30-42mm, an effective height as vertically measured from an edge of the rim to a 
top of the cushion as seen in plan view of between about 32-42mm, and an effective bridge depth 
of between about 13-24mm as vertically measured from the membrane in the nasal bridge region 
to the rim in each side region in top view, since it has been held that where the general conditions 
of a claim are disclosed in the prior art, discovering the optimum or workable ranges involves 
only routine skill in the art. In re Alter, 105 USPQ 233. 

12. As to claims 10 and 23, Palkon substantially discloses the claimed invention, see 
rejection of claim 7 above, bust does not disclose a width that is between about 39-40mm, the 
height is about 35mm and the depth is less than about 15mm. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Palkon' s invention 
by providing a width that is between about 39-40mm, the height is about 35mm and the depth is 
less than about 15mm, since it has been held that where the general conditions of a claim are 
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disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. In re Alter, 105 USPQ 233. 

13. As to claims 11 and 24, Palkon substantially discloses the claimed invention, see 
rejection of claim 7 above, bust does not disclose a width that is between about 34-35mm, the 
height is about 40mm and the depth is about 20mm. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Palkon' s invention by' 
providing a width that is between about 34-35mm, the height is about 40mm and the depth is 
about 20mm, since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
In re Alter, 105 USPQ 233. 

14. As to claim 12, Palkon substantially discloses an apparatus that comprises a membrane 
that generally follows a contour of the rim (sec figures 6 and 7). 

15. As to claim 20, Palkon substantially discloses the claimed invention, see rejection of 
claim 7 above, bust does not disclose a width of the membrane orifice being between 30 and 
32mm in the lip region, between about 18 and 20mm in each side region, and between about 22 
and 24mm in the nasal bridge region, a width of the rim orifice being about 34 and 36mm in the 
nasal bridge region, between about 32 and 34mm in the lip region, and between about 42 and 
44mm in each of he side regions of the cushion. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Palkon' s invention by 
providing a width of the membrane orifice being between 30 and 32mm in the lip region, 
between about 18 and 20mm in each side region, and between about 22 and 24mm in the nasal 
bridge region, a width of the rim orifice being about 34 and 36mm in the nasal bridge region, 
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between about 32 and 34mm in the lip region, and between about 42 and 44mm in each of he 
side regions of the cushion, since it has been held that where the general conditions of a claim 
are disclosed in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art. In re Alter, 105 USPQ 233. 

16. As to claim 21, Palkon substantially discloses the claimed invention, see rejection of 
claim 7 above, bust does not disclose a membrane height that is about 27 and 35mm in the nasal 
region, between about 19 and 22mm in the lip region, and between about 3 3 -3 5mm in each side 
regions, the rim height being between about 13 and 18mm in the nasal bridge region and the lip 
region and the rim height in each of the side portions being between 25 -27mm. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
Palkon' s invention by providing a membrane height that is about 27 and 35mm in the nasal 
region, between about 19 and 22mm in the lip region, and between about 33-35mm in each side 
regions, the rim height being between about 1 3 and 1 8mm in the nasal bridge region and the lip 
region and the rim height in each of the side portions being between 25-27mm, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Allowable Subject Matter 

17, Claims 1 and 4-6 are allowed as stated in the previous office action dated March 14 th , 
2006. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nihir Patel whose telephone number is (571) 272-4803. The 
examiner can normally be reached on 7:30 to 4:30 every other Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on (571) 272-4940. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Art Unit 3772 
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